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Applicati nNo. 
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Applicant(s) 
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2872 



Thon g Q. Nguyen , 

■■ The MAILING DATE of this communlcat.on appU/^ on th covershe etwim mo correspona.,... .uJ. ess - 
Period for Reply ,^.^r,^^, 
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

after SIX (6) MONTHS from the mailing data of this communication. Mhanfv minimum of thlrtv C30) days will be considered timely. 

- ff he period for reply specif.ed above is less than thirty (30) f «V«. a ™PW«;«h^^^^^ ^3„, ,,,, ^.^Is communication. 

. „ NO period for reply is specified above the "'««7;rr!;?lTZte ^^^^^^^ ABANDONED (?5 U.S.C. § 133). 

earned patent term ndjustment. See 37 CFR 1.704(b). 

Status 



1)D 

2a)D 
3)0 



Responsive to communication(s) filed on _ — _ . 

This action is FINAL. 2b)l3 This action is non-final. 

Since this application is in condition for allowance excePt Tsl'oG^ 2lt '° " 

closed in accordance with the practice under Ex parte Quayle. 1 935 CD. 1 1 , 4t)J u.^. 



Disposition of Claims 

4)K1 Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 



. is/are allowed. 
. is/are rejected. 
. is/are objected to. 

are subject to restriction and/or election requirement. 



5) n Claim(s) 

6) KI CIaim(s) 

7) D Claim(s) 

8) n Claim(s) 
Application Papers 

9) ^ The specification is objected to by the Examiner. 

1 0) n The drawing(s) filed on is/are: a)D accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)^ approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)SAII b)n Some*c)n None of: 

1.13 Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . . 

3 □ copies of the certified copies of the priority docurnents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received^ 

1 5) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or . 

Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson*s Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) □ Inten/iew Summary (PTO-413) Paper No(s), 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) D Other 
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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d). which 

papers have been placed of record in the file. 

Drawings 

2. The drawings contain three sheets of figures 1 -3 filed on 05/02/2001 have been 
received by the Office. 

Specification 

3. The lengthy specification has not been checkecl tS the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

4. The disclosure is objected to because of the folldWing informalities: The 
Summary of the Invention is objected to because it refers to the claims and other 
sections of the specification for the purpose of providing a brief technical description of 
the invention. Appropriate correction is required. 

5. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: The specification fails to provide a proper antecedent basis 
for the type of operable drive system as recited in claim 5. 
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Claim Objections 

6. Claims 1 and 3 are objected to because of the following informalities. 
Appropriate correction is required. 

a) In claim 1 : on line 1 . "the subjecT should be changed to -a subject-. The 
reason for that suggestion is that the claim with the mentioned terms is indefinite 
because it does not provide a proper antecedent basis for the feature "the 
subject"; 

b) In claim 3: on line 1. "the position" should be changed to -a position-. See the 
reason as set forth in element a) above. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The specification shall contain a written description of the invention and 

makina and using it, in such full, clear, concise, and exact terrtis as to enable any person skilled in the 
art t^^ShiSh irpertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 6-8 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 

a) Claim 6 is rejected under 35 USC 112. first paragraph because the 
specification does not disclose a system having a mirror prism and a light- 
concentrating system fixed thereto wherein at least a portion of the light- 
concentrating system is removed by a rhechanism. Applicant is respectfully 
invited to review the specification at page 4. In particular, in the paragraph 
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[0021], the lens (1 1 ) is able to remove when it is not cemented to the mirror prism 
(10), and in the paragraph [0025], the lenses (9, 11) are able to remove; 
however, the paragraph does not teach that the lenses are fixed to the mirror 
prism. 

b) The remaining claims are dependent upon the rejected base claim and thus 

inherit the deficiencies thereof. 
9. Claims 11-15 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. 

a) Claim 1 1 is rejected under 35 USC 1 1 2, first paragraph because the claim is a 
single means claim. The claim fails to be limited to the disclosure of specific 
elements and equivalents thereof in the specification, and is thus boarder than 
the enablement of that disclosure. See In re Hyatte, 708 F.2d 712 (Fed. Cir.. 
1983). 

b) The remaining claims are dependent upon the rejected base claim and thus 
inherit the deficiencies thereof. 

Claim Rejections - 35 USC § 102 
1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a ^o^'S" """^^.J^'" ^^^^^ 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 
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pShed under section 122(b) only » the intemajonal 1^^"^^ 
C«enr^;„Sfn»XS.TaM^^^ 

the treaty defined in section 351 (a). 

1 1 . Claims 1 , 3 and 1 0 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Engelhardt et a! (U.S. Patent No. 6,285.019). 

Engelhardt et al disclose a microscope having an illuminating system. The light 
from a light source (2) is guided through a plurality of optical components (6, 8. 
1 0) to illuminate an object (3) via an objective lens system (1 1 ). The assembly of 
optical elements (8) is a motorized zoom optical assembly which is used to adjust 
the position of focus, or for continuous variation of the focus. As such, a change 
in movement of the zoom optical assembly will convert the light from the light 

source (2) into a focus or defocus fashion on the object (3). See column 3 and 

i\j 

Qrt) thejsingle-figure — — — ~ 

Claims 1 -3 and 9 are rejected under 35 U.S:C. 1 02(b) as being clearly \ ^T '^^ 




anticipatedbyKleinberg(U.S. Patent No. 5.155,509). ^ 




_See'KleirTbefgrcolumns_3z4-and-figSr-2-3~ 



13. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Biber 

et al (U.S. Patent No. 4,715,704). 

Biber et al disclose a surgical microscope having an illuminating system. The 
light from a light source (1 ) is guided through a plurality of optical components (2, 
3, 63. 65) to illuminate an eye (67) via an objective lens system (59). A 
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mechanism for providing a swinging movement of the field stop (3) on a pivot or 
a sliding movement on a track v^ith respect to the illuminating. light path will cause 
a darkening on the eye to be illuminated. See column 2 and the single figure. 

14. Claims 1-2, 4 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 

Nakazeki et al (U.S. Patent No. 5,260,965). 

Nakazeki et al disclose an optical system having an illuminating system for 
viewing an object. The illuminating system compnses two light sources (5 and 4) 
which provide light of different wavelengths. The optical system comprises a 
beam forming device (2). an aberration compensating device (9), a beam-splitter 
(1e), and an objective lens system (1b-1d). The aberration compensating device 
is operated for the purpose of making the focal point of the light emitted from the 
visible light source (5) on the same location as the focal point of the light emitted 
from the laser source (4). When the light source (5) Is used then the aberration 
compensating system is operated to place the space portion (9b) in the light 
path. As such, it is clear that a movement of the compensating device to place 
the convex lens portion (9a) in the optical path when the light source (5) is used 
will cause a darken in the object. In the same opinion, when the laser source (4) 
is used then the aberration compensating system is operated to place the convex 
lens portion (9a) in the light path. As such, it is clear that a movement of the. 
compensating device to place the space portion (9b) in the optical path when the 
laser source (4) is used will cause a darken in the object. 
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Claim Rejections • 35 t/SC % 103 

1 5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

pTntaSirt? shall not be negatived by the manner in which the invention was made. 

1 6. Claims 1 1 and 1 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 

over Engelhardt et al. 

Engelhardt et al disclose a microscope having an illuminating system. The light 
from a light source (2) is guided through a plurality of optical components (6, 8. 
10) to illuminate an object (3) via an objective lens system (11). The assembly of 
optical elements (8) is a motorized zoom optical assembly which is used to adjust 
the position of focus, or for continuous variation of the focus. As such, a change 
in movement of the zoom optical assembly will convert the light from the light 
source (2) into a focus or defocus fashion on the object (3). See column 3 and 
the single figure. The only thing missing from the art of Engelhardt et al is that 
they do not explicitly state a method for adjusting the position of the illuminating 
light on the object. However, it would have been obvious to one skilled in the art 
at the time the invention was made to utilize the microscope provided by 
Engelhardt et al by setting forth a set of steps including the step of moving at 
least one lens element of the assembly (8) for the purpose of adjusting the 
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position of the focus point on the object. It is also noted that the movement of the 
assembly will cause a darkening on the object in a defocus process. 
17. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Biber et 



al. 



Biber et al disclose a surgical microscope having an illuminating system. The 
light from a light source (1 ) is guided through a plurality of optical components (2, 
3, 63, 65) to illuminate an eye (67) via an objective lens system (59). A 
mechanism for providing a swinging movement of the field stop (3) on a pivot or 
a sliding movement on a track with respect to the illuminating light path will cause 
a darkening on the eye to be illuminated. See column 2 and the single figure. 
The only thing missing from the art of Biber et al is that they do not explicitly state 
a method for adjusting the position of the illuminating light on the object. 
However, it would have been obvious to one skilled in the art at the time the 
invention was made to utilize the microscope provided by Biber et al by setting 
forth a set of steps including the step of moving at least one lens element of the 
assembly (8) for the purpose of adjusting the position of the focus point on the 
object. It is also noted that the movement of the assembly will cause a darkening 
on the object in a defocus process. 
1 8. Claims 5 and 1 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 

over Nakazeki et al. 

Nakazeki et al disclose an optical system having an illuminating system for 
viewing an object. The illuminating system comprises two light sources (5 and 4) 
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which provide light of different wavelengths. The optical system comprises a 
beam forming device (2). an aberration compensating device (9), a beam-splitter 
(1e), and an objective lens system (1b-1d). The aberration compensating device 
is operated for the purpose of making the focal point of the light emitted from the 
visible light source (5) on the same location as the focal point of the light emitted 
from the laser source (4). When the light source (5) is used then the aberration 
compensating system is operated to place the space portion (9b) in the light 
path. As such, it is clear that a movement of the compensating device to place 
the convex lens portion (9a) in the optical path when the light source (5) is used 
will cause a darken in the object. In the same opinion, when the laser source (4) 
is used then the aberration compensating system is operated to place the cdhvex 
lens portion (9a) in the light path. As such, it is clear that a movement of the 
compensating device to place the space portion (9b) in the optical path when the 
laser source (4) is used will cause a darken in the object. 
The only thing missing from the art of Nakazeki et a! is that they do not explicitly 
state that the driving system for controlling the operation of the aberration 
compensating device is the so-called "electromechanically" drive system. 
However, the use of any suitable driving system for rotating a disc or a revolver 
about a rotational axis including an electromechanically drive system is clearly 
within the level of one skilled in the art. With regard to the method as claimed in 
claims 11-13, while Nakazeki et al do not clearly state a method for darkening an 
object. However, it would have been obvious to one skilled in the art to recognize 
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that a movement/operation of the aberration compensating device (9) without 
i<nowledge of the type of light source being used will result in a darken of the 
object to be illuminated. As such, it would have been obvious to one skilled in the 
art at the time the invention was made to utilize the device provided by Nakazeki 
et al by controlling the operation of the aberration compensating device and the 
light sources so that (s)he can focus the light beams onto a common point or for 
providing a darken on the object to prevent the damage to the object by the 
intensity of illuminating light. 
1 9. Claims 1 1 and 14, as best as understood, are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kleinberg. 

Weinberg discloses a microscope having ah illuminating apparatus for 
illuminating a patient's eye. The illuminating system comprise a module having a 
set of mirrors (38 and 42) which module is able to slide into the illuminating path 
and remove therefrom. As stated at column 3, the entering of the rhodule will 
reduce a portion of the eye fl-om directly illuminatibh and thus reducing the 
damage to that portion of the eye! Such a result is obtained due to the darken 
covered that portion due to the change in the illumination to the eye. It is also 
noted that the mirror (42) is able to pivot for the purpose of changing the direction 
of the oblique illumination. The only thing missing from the art of Kleinberg is 
that he does not explicitly state a method for adjusting the position of the 
illuminating light on the object. However, it would have been obvious to one 
skilled in the art at the time the invention was made to utilize the microscope 
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provided by Kleinberg by setting forth a set of steps including the step of moving 
the rhodule and/or pivoting the second minror located inside the module for the 
purpose of adjusting the position of the focus point on the object. It Is also noted 
that the movement of the pivotal mirror will cause a darkening on the object in a 
defocus process. 

Conclusion 

20. The additional references are cited as of interest in that each discloses a 
microscope having an illumination system comprises a plurality of optical elements 
wherein one optical element is able to move along the illuminating path or pivot with 
respect to the illuminating path to change the position of a focus point. 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thong Q. Nguyen whose telephone number is 703 308 
4814. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cassandra Spyrou can be reached on 703 308 1687. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703 
308 7724 for regular communications and 703 308 7724 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 308 
0956. 
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